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First Office Action 

(PCT application entering into the national phase) 



1 . 13 Under the provision of Art. 35, para. 1 of the Patent Law, the examiner has made an 

examination as to substance of the captioned patent application for invention 
upon the request for substantive examination filed by the applicant on . 

□ Under the provision of Art. 35, para. 2 of the Patent Law, the Chinese Patent Office 
has decided to conduct an examination of the captioned patent application for 
invention on its own initiative. 

2. G3 The applicant requests that 

the filing date Mav 2, 2003 at the JP Patent Office be taken as the 

priority date of the present application, 

the filing date at the Patent Office be taken as the priority date of the 

present application, 

the filing date at the Patent Office be taken as the priority date of the 

present application. 

3. □ The following amended documents submitted by the applicant cannot be 

accepted for failure to conform with Art. 33 of the Patent Law: 

□ the Chinese version of the annex to the international preliminary examination report. 

□ the Chinese version of the amended documents submitted according to the 
provision of Art. 19 of the Patent Cooperation Treaty. 

□ the amended documents submitted according to the provision of Art. 28 or Art. 41 
of the Patent Cooperation Treaty. 
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♦ □ the amended documents submitted according to the provision of Rule 51 of the 
Implementing Regulations of the Patent Law. 

See the text portion of this Office Action for detailed reasons why the amendment 
cannot be accepted. 

4. 0 Examination is conducted on the Chinese version of the initially-submitted 

international application. 
□ Examination is conducted on the following document(s): 

□ page of the description, based on the Chinese version of the initially- 
submitted international application documents; 

page of the description, based on the Chinese version of the annex to the 

international preliminary examination report; 

page of the description, based on the amended documents submitted 

according to the provision of Art. 28 or Art. 41 of the Patent Cooperation Treaty; 

page of the description, based on the amended documents submitted 

according to the provision of Rule 51 of the Implementing Regulations of the Patent 
Law. 

□ claim(s) , based on the Chinese version of the initially-submitted 

international application documents; 

claim(s) , based on the Chinese version of the amended documents 

submitted according to the provision of Art. 19 of the Patent Cooperation Treaty; 

claim(s) , based on the Chinese version of the annex to the international 

preliminary examination report; 

claim(s) , based on the amended documents submitted according to the 

provision of Art. 28 or Art. 41 of the Patent Cooperation Treaty; 

claim(s) , based on the amended documents submitted according to the 

provision of Rule 51 of the Implementing Regulations of the Patent Law. 

□ Fig(s) , based on the Chinese version of the initially-submitted international 

application documents; 

Fig(s) , based on the Chinese version of the annex to the international 

preliminary examination report; 

Fig(s) , based on the amended documents submitted according to the 

provision of Art. 28 or Art. 41 of the Patent Cooperation Treaty; 

Fig(s) , based on the amended documents submitted according to the 

provision of Rule 51 of the Implementing Regulations of the Patent Law. 

5. 13 The following reference document(s) is/are cited in this Office Action (its/their serial 
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• number(s) will continue to be used in the subsequent course of examination): 









Serial 


Number or Title(s) of Document(s) 


(or filfiii? d&ie : <>f interfrrina 


No. 










1 


Catalysis letters, vol . 21, pl57-163 


1993 


2 


US3929864A 


December 30, 1 975 















6. Concluding comments on the examination: 

13 On the description: 

□ What is stated in the application comes within the scope of that no patent right 
shall be granted as prescribed in Art. 5 of the Patent Law. 

□ The description is not in conformity with the provision of Art. 26, para. 3 of the 
Patent Law. 

□ The description is not in conformity with the provision of Art. 33 of the Patent Law. 
13 The drafting of description is not in conformity with the provision of Rule 18 of the 

Implementing Regulations. 
13 On the claims: 

□ Ciaim(s) come(s) within the scope of that no patent right shall be granted 

as prescribed in Art. 25 of the Patent Law. 

□ Claim(s) has/have no novelty as prescribed in Art. 22, para. 2 of the Patent 

Law. 

13 Claim(s) 1-5 has/have no inventiveness as prescribed in Art. 22, para. 3 of 
the Patent Law. 

□ Claim(s) has/have no practical applicability as prescribed in Art. 22, para. 

4 of the Patent Law. 

□ Ciaim(s) is/are not in conformity with the provision of Art. 26, para. 4 of the 

Patent Law. 

□ Claim(s) is/are not in conformity with the provision of Art. 31, para. 1 of the 

Patent Law. 

□ Claim(s) is/are not in conformity with the provisions of Rule 20 of the 

Implementing Regulations. 

□ Claim(s) is/are not in conformity with the provision of Art. 9 of the Patent 

Law. 

□ Claim (s) is/are not in conformity with the provision of Rule 23 of the 

Implementing Regulations. 
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See the text portion of this Office Action for detailed analysis of the above 
concluding comments. 

7. Based on the above concluding comments, the examiner deems that 

□ the applicant should make amendment to the application document(s) according 
to the requirements put forward in the text portion of this Office Action. 

□ the applicant should expound in his/its observations why the captioned patent 
application is patentable and make amendment to what is not in conformity with 
the provisions pointed out in the text portion of this Office Action, otherwise, no 
patent right shall be granted. 

13 the patent application contains no substantive content(s) for which a patent right 
may be granted, if the applicant has no sufficient reason(s) to state or his/its stated 
reason(s) is/are not sufficient, said application will be rejected. 

8. The qpplj cqnt should note the following items : 

(1) Under Art. 37 of the Patent Law, the applicant should submit his/its observations 
within four months from the date of receipt of this Office Action; if, without any 
justified reason(s), the time limit for making written response is not met, said 
application shall be deemed to have been withdrawn. 

(2) The amendment made by the applicant to said application should be in conformity 
with the provision of Art. 33 of the Patent Law, the amended text should be in 
duplicate and its form should conform with the related provisions of the Guide to 
Examination. 

(3) If no arrangement is made in advance, the applicant and/or the agent shall not 
come to the Chinese Patent Office to have an interview with the examiner. 

(4) The observations and/or amended text should be sent to the Receiving Section of 
the Chinese Patent Office by mail or by personal delivery, if not sent to the Receiving 
Section by mail or by personal delivery, the document(s) will have no legal effect. 

9. This Office Action consists of the text portion totalling 2 page(s) and of the 
following attachment(s): 

0 1 copy(copies) of the reference document(s) totalling 4 page(s). 
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AppI No: 200480017427,7 

Your Ref: 545728 

Our Ref: CPCH0563823P 

Text of the First Office Action 

This application relates to the process for producing 3-nitro-4- 
alkoxybenzoic acid. After examination, the examiner makes the 
following comments. 

1 . Claim 1 is not inventive, and is thus contrary to the provision of Article 
22, para. 3 of the Patent Law. Dl discloses a nitro decarboxylic reaction 
of aromatic acid catalyzed by clay and describes specifically the 
following technical feature. "In the blank test wherein clay is absent, 
nitration is performed on anisic acid and fuming nitric acid, and the 
product 3-nitro-4-methoxybenzoic acid is obtained" (see lines 3-8 on 
page 159 and Table 1 of Dl). D2 discloses a process for preparing 4- 
hydroxy-3-nitrobenzoic acid alkyl esters, and describes specifically the 
following technical feature. "Preparing 4-hydroxy-3-nitrobenzoic acid 
alkyl ester by nitration of 4-hydroxybenzoic acid alkyl esters with nitric 
acid, wherein nitration is carried out at about 0°-60° with the aid of nitric 
acid having a strength of 30-62%" (see the claims and Examples 1-10 of 
D2). It can be seen that claim 1 differs from Dl and D2 in the "amount 
of nitric acid and 4-alkoxybenzoic acid". However, this difference does 
not bring this invention any unexpected effects. The reactant of D2 is 4- 
hydroxybenzoic acid alkyl esters instead of 4-alkoxybenzoic acid, but 
both hydroxy and alkoxy are ortho orientation groups, and the 
substitution position of nitro is the same when nitration is performed. In 
addition, the person skilled in the art can obtain the amount ratio of nitric 
acid and 4-alkoxybenzoic acid after repeated tests. Therefore, it is 
obvious for the person skilled in the art to obtain the technical solution 
of claim 1 on the basis of the motivation and teaching of Dl in 
combination with D2. Moreover, the combination thereof does not 
produce any unexpected technical effects. Accordingly, claim 1 has 
neither prominent substantive features nor notable progress, and is not 



i 



inventive. 



2. The additional technical features of dependent claims 2-5 do not bring 
any unexpected effects to this invention. Therefore, it is obvious for the 
person skilled in the art to obtain the technical solutions of said claims 
on the basis of the motivation and teaching of Dl in combination with 
D2. Moreover, the combination thereof does not produce any unexpected 
technical effects. Accordingly, said claims have neither prominent 
substantive features nor notable progress, and are not inventive. 

This application still has the following defect. 

The technical feature of claim 5 is inconsistent with the corresponding 
disclosure contained in the description (lines 17-21 on page 5 of the 
description). Therefore, the description is contrary to the provision of 
Rule 18, para.l (3) of the Implementing Regulations of the Patent Law. 
The applicant should amend said defect. 

For the above-mentioned reasons, none of the independent claims and 
dependent claims of the application has inventiveness. Meanwhile, the 
description does not disclose any other substantive contents that may be 
granted patent rights either. Therefore, the application will not have the 
prospect of being granted patent rights even if the applicant reorganizes 
and/or further defines the claims according to the contents described in 
the description. The application will be rejected if the applicant fails to 
state sufficient reasons to demonstrate the inventiveness of the 
application within the time limit for response as prescribed in the Office 
Action. 
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